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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

2. Claims 80-82 and 84-203are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-1 1 of U.S. Patent No. 6,646,653. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
of the following reasons. 

Claim 80 is a representative claim of the instant application and claim 1 and 4 are 



representative claims of US Patent No. 6,646,653. the comparison is illustrated as follow: 



Claim lof US 6,646,653 


Claim 80 of instant application 


1. An information processing 
system including a display and 
a first processing unit for 
executing at least a first 
portion of a video graphics 


80. A home video game system 
for use with a television type 
monitor display device, said 
system contained, at least in 
part, in a housing having an 
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program, said video graphics 
program being received from an 
external source, and including 
a second portion having 
instructions relating to 3-D 
graphics operations, and a 
programmable graphics processor 
separate from said first 
processing unit comprising: 

means for receiving 
instructions from said second 
portion of said video graphics 
program; and 

means for executing said 
instructions from said second 
portion of said video graphics 
program, whereby 
said graphics processor coacts 
with said first processing unit 
to control 3-D 
display of an object. 

4. An information processing 
system according to claim 1, 
wherein said 

external source comprises an 
external memory. 



instruction port for receiving 
a removable storage device, 
comprising : 

a programmable graphics 
processor; 

a main processor that executes 
at least a portion of video 
graphics generating game 
program that includes 
instructions for displaying 
polygon-based 3D graphics 
objects and which communicates 
information relating to one or 
more polygon-based 3D graphics 
objects to said programmable 
graphics processor, 

wherein the programmable 
graphics processor is contained 
within the removable memory 
storage device and is 
programmed to render at least 
one or more portions of said 3D 
polygon-based graphics objects 
for display on said display 
device . 



Form the comparison above, it is noted that Claims 1 and 4 from patent # 6,646,653 include a 
display, first processing unit for executing at least a first portion of video graphics program and a 
programmable graphics processor that co-acts with first processing unit to control 3-D display of 
an object. Claim 80 of the present application includes a programmable graphics processor and a 
main processor that communicates with the programmable graphics processor. Therefore 
conflicting claims are not patentably distinct from each other. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 80, 135, 206 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,016,876 to Loffredo in view of US Patent 5,190,285 to Levy et al., hereafter "Levy". 

Regarding independent claim 80, "A home video game system for use with a television 
type monitor display device, said system contained, at least in part, in a housing having an 
insertion port for receiving a removable memory storage device, comprising: 

a programmable graphics processor; (Loffredo disclose in col. 4 lines 50-60 and in Fig. 1 
as "a digital computer 22") 

a main processor that executes at least a portion of a video graphics generating game 

program that includes instructions for displaying polygon-based graphics objects and which 
communicates information relating to one or more polygon-based 3D graphic objects to said 
programmable graphics processor, (Loffredo disclose in Fig. 1 as "DMA coprocessor 130") 
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wherein the programmable graphic processor is contained within the removable memory 
storage device and is programmed to render at least one or more portions of said 3D polygon- 
based graphic objects for display on said display device (Loffredo disclose in col. 9 lines 23- 
38 and also in col. 1 lines 50-60). 

Loffredo does not explicitly disclose removable memory storage device. Levy discloses in 
col. 6 lines 21-23 a game system that includes a game processor 80, in col. 7 lines 1 1-14 
graphics processor 94 and in col. 6 lines 42-47 an external unit 92. It would have been 
obvious to one of ordinary skill in the art at the time of invention to substitute the memory 
storage of Loffredo with the removable memory as taught by Levy to improve the video 
game by permitting existing processors to address a larger program memory address space. 

Independent claim 135 is rejected under the same rationale as independent claim 80 above; 
further the limitation "Video RAM" is disclosed by Loffredo in col. 6 lines 13-21. 

Independent claim 206 is the same as claim 80, therefore is rejected under the same rationale. 

6. Claims 81-134, 136-205, 207-223 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 5,016,876 to Loffredo in view of US Patent 5,190,285 to Levy et al., hereafter 
"Levy" and further in view of "PC TECH JOURNAL, "Custom-Tailored Graphics: TMS 34010, 
by Ed McNierney, July 1987, Pages 68-74; hereafter McNierney. 

Regarding claims 81, 99, 118, 136, 155, 173, 188 and 207 the combination of Loffredo with 
Levy teaches the claimed invention. Furthermore Loffredo discloses in col. 4 lines 49-62 "Texas 
Instruments Graphics System Processor TMS34010 ("GPS")" but does not disclose the internal 
architecture of the GPS and therefore the TMS34010's ability to respond to specific instructions 
used for rendering 3D objects are not clearly disclosed. However, McNierney discloses in page 
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68-74 TMS34010 "GPS" internal architecture that includes a coprocessor that has a highly 
pipelined internal architecture, a high-speed arithmetic logic unit and programmable 256-byte 
instruction cache and a 32 bit barrel shifter that allows it to fetch instructions in parallel with 
executing instructions and accessing registers and local memory, responsive to specific 
instructions used for rendering 3D objects. 

It would have been obvious to one of ordinary skill in the art at the time of invention to 
refer, use and rely on McNierney's discloser to illustrate TMS34010 GPS's ability to respond 
to specific instructions (transformation, clipping and lighting of the initial object) used for 
rendering 3D objects and thus illustrating Loffredo's system ability to be responsive to 3D 
rendering instructions. 

Regarding claims 82-96,100-115, 119-133, 137, 149, 156-170, 174-184, 189-201,208-222; 
the combination of Loffredo with Levy teaches the claimed invention. Further McNierney 
discloses in page 68 last column last paragraph TMS34010 that is a pipelined processor and 
includes an Arithmetic Logic Unit , barrel shifter ( multiplier unit that performs multiply operation 
using at least 16-bit length, a cache RAM and plurality of registers and also is capable of 
performing graphics-intensive tasks like rotation or scaling of polygon based objects. In addition 
the GPS TMS34010 include the pixel plotting circuit (McNierney page 68-70), and it includes a 
set of instructions (McNierney page 71) an instruction for texture mapping and an instruction for 
controlling transparency of display object and an instruction for fractional signed multiply 
instruction are included in the set (McNierney page 73). 
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McNierney also discloses in page 71 Fig. 2 that graphics processor incorporates an 
Arithmetic Logic Unit, cache Ram, high speed multiplier and plurality of registers fabricated 
on a single chip. 

Regarding claims 97, 116, 134, 153, 171, 185 and 223, "...further comprising a CD ROM 
reader device. . Loffredo does not explicitly disclose a CD ROM reader device. Levy discloses 
a game system that includes a game processor 80, graphics processor 94 and external unit 92 
(Levy discloses in col. 10 lines 58-66 "a program memory detachably connected to the main 
processor for storing program data associated with an activity to be simulated by the main 
processor , . . ., and program instructions for execution by the main processor for causing the main 
processor to simulate an activity"); a program memory detachably connected to the main 
processor may be a CD ROM storage systems that are well known to those skilled in the art. 
It would have been obvious to one of ordinary skill in the art at the time of invention to 
substitute the memory storage of Loffredo with the removable memory as taught by Levy to 
improve the video game by permitting a different game memory with instructions and data 
for a different game to be substituted. 

Regarding independent claim 98, the combination of Loffredo with Levy teaches the claimed 
invention as discussed in independent claim 80 's rejection above. Furthermore, Loffredo 
discloses in col. 5 line 54- col. 6 line 67 and in col. 9 lines 23-31 pixel processing by the 
programmed graphics processor (Also this limitation is disclosed by McNierney in page 68 last 
column lines 5-8). 
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Regarding independent claim 117, the combination of Loffredo with Levy teaches the 
claimed invention as discussed in independent claim 80's rejection above. Furthermore 
McNierney discloses in page 71 Fig. 2 and 3 a programmable processor having embedded RAM 
cache memory. 

Regarding claims 138, 203 and 205, Loffredo discloses in col. 3 lines 24-27 DMA transfer of 
pixel data to video RAM. 



Regarding independent claim 154, the combination of Loffredo with Levy teaches the 
claimed invention as discussed in independent claim 80's rejection above. Furthermore, 
McNierney discloses in page 68 last column, last paragraph a graphics processor including an 
Arithmetic Logic Unit and geometry transformation circuitry. 

Regarding independent claim 172, the combination of Loffredo with Levy teaches the 
claimed invention as discussed in independent claim 80's rejection above. Furthermore, 
McNierney discloses in page 68 last column-page 70 first column a programmable pipelined 
processor having an Arithmetic Logic Unit, barrel shifter (multiplier unit), a cache RAM and 
plurality of registers and further discloses that the TMS34010 performs graphics-intensive tasks 
and since image rotation or scaling on polygon based objects is one of graphics-intensive tasks 
therefore TMS34010 performs them as well. 

Regarding independent claims 186, 202 and 205, the combination of Loffredo with Levy 
teaches the claimed invention as discussed in independent claims 135 and 172's rejection above. 
Furthermore, McNierney discloses in page 70 the first and second column computing display 
screen position coordinates for the rotated/or scaled polygon-based object; further Loffredo 
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teaches in col. 5 line 54- col. 6 line 25 writing pixel color information corresponding to the 
rotated/ or scaled polygon-based object to the video RAM and further 

Response to Arguments 

7. Applicant's arguments filed 4/2/2006 have been fully considered but they are not 

persuasive. 

With respect to the obviousness double patenting rejection, applicant argues that claim 
80 require "housing having an insertion port for a removable memory" and these features are not 
recited in claims 1, 2 and 4 of US 6,646,653. This argument is not persuasive because claim 4 
requires an external memory. It would have been obvious to have an insertion portion in the 
computer for receiving the external memory since the computer is communicated with the 
external memory. 

With respect to the 103 rejection, applicant argues that the Loffredo does not show or 
suggest the rendering of polygon-based 3D graphics objects for display, as set forth in 
applicant's claims. This argument is not persuasive because Loffredo clearly discloses that the 
processor22 is preferably a Texas Instruments Graphics System Processor TMS34010. 
However, it is well known in the art that the TMS34010 processor can process control the 
polygon-3D graphics object displaying on the screen. Applicant further argues that Loffredo 's 
DMA coprocessor will not function as "main processor". This argument is not persuasive 
because Loffredo discloses that the DMA is a coprocessor to other processor such as digital 
computer 20. Thus, either DMA or digital computer can be called as a main processor. 
Furthermore, applicant argues that McNierney does not discuss the 3D graphics related 
instruction (e.g. shading, rotating, scaling). This argument is not persuasive. It is well known in 
the art the Graphics System Processor (TMS34010) can generate polygon-based 3D graphics 
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object involving shading, rotation and scaling such support can be found in the US Patent No. 
5,415,549 to Logg. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The US Patent No. 5,415,549 is cited to support the teaching of the processor 
TMS34010 including polygon-based 3D graphics objects involving shading, rotation and scaling. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to XIAO M. WU whose telephone number is 571-272-7761. The 
examiner can normally be reached on 6:30 am to 4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, RICHARD HJERPE, can be reached on 571-272-7691 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



June 10, 2006 



x.w. 




XIAO M. WU 



Primary Examiner 
Art Unit 2629 



